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DETAILED ACTION 

The previous rejection is withdrawn since the Examiner failed to point out that 
the figure of the prior art is based on the data test under different conditions than 
that of the instant applications. As such, the following new grounds of rejection has 
been instituted to clarify these issues. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 1 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. Claim 1 defines the slurry is subjected to a slake test with 
the operating condition such as shaking speed and shaking stroke. The Examiner 
will treat the slake test is carried out under the condition that the shaking speed is 310 
spm and a shaking stroke of 40 mm. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1 966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1-2, 4-5, 7 and 10 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over JP2003-268354. 

Regarding claims 1-2, 4-5, 7 and 10, JP'268 discloses a method of making a 
silica fume dispersion by adding a silica fume dispersion with a pH of 2-1 1 into a base to 
obtain stable silica fume dispersion has a concentration of 1-50% and a pH of about 8- 
12. JP'268 disclose silica particle diameter changes at a shaking speed is 300 spm and 
a shaking stroke of 40 mm. (claims 1-5, [[0007]-[0013] and Figure 1) 

The reference differs from Applicant's recitations of claims by not disclosing 
identical ranges( concentration of 10-30% and ph of 12-14). However, the reference 
discloses "overlapping" ranges (concentration of 1-50% and PH of 8-12), and 
overlapping ranges have been held to establish prima facie obviousness (MPEP 
2144.05). 

Although JP'268 is silent about the increased rate of the fumed silica dispersion 
at a shaking speed is 310 spm and a shaking stroke of 40 mm, it disclose a similar 
slurry composition with overlapping range , the claimed increased rate of the fumed 
silica would be necessary followed from the teaching of JP'268. 
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Claims 3, 6, 8-9, and 11-12 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over JP2003-268354, further in view of U. S. Patent No. 7,21 1 ,1 22 to 
Iwasa. 

Regarding claims 3, 6, 8-9, and 11 -12, JP'268 discloses a method of making a 
silica fume dispersion by adding a silica fume dispersion with a pH of 2-1 1 into a base to 
obtain stable silica fume dispersion has a concentration of 1-50% and a pH of about 8- 
12 set forth above, but JP'268 is silent about the average particle size of the fumed 
silica. 

However, it would have been obvious to one of ordinary skill in the art at the time 
of invention by applicant to use fumed silica with a an average particle size as applicant 
set forth above, motivated by the fact that Iwasa, also dawn to using fumed silica in 
polishing, disclose that fumed silica with a average diameter of 10-150 has good 
polishing quality (col. 5, lines 9-20). 

Response to Arguments 

Applicant's arguments filed 04/12/2010 have been fully considered but they are 
not persuasive. 

The applicant argues that the prior art's slurry does not has the increased rate 
of the fumed silica as applicant set forth in the instant application evidenced by the 
prior art's figure 1 . The Examiner respectfully submits that the prior art's figure 1 is 
based on the data conducted at a shaking speed is 300 spm and a shaking stroke of 
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40 mm, while the instant application's shaking test is conducted under the shaking 
speed is 310 spm and a shaking stroke of 40 mm. However, since the prior art dsiclsoe 
a similar slurry and if the slurry is tested under the same shaking test condition as 
applicant's slurry, the claimed increase rate of the fumed silica would be necessary 
followed from the teaching of prior art. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SHUANGYI ABU ALI whose telephone number is 
(571 )272-6453. The examiner can normally be reached on Monday - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on 571-272-1233. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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